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□ Since this application is in condition for allowance fr>r ~ ^ 

in accordance with the prac*e ^^tZZll cTu-TsfoT^f" " " *" ™* " ClMed 

2 JETE^E^ *™1 6X0i,e IT^T — m ° n,hfel ' " «*» **■ whichever 

awtation to become abandoned 135 u S C f?S< IjZ T* """"" ,he pe,iod «* ,es<ms ' the 

37CFR1.136(al. W5 U.S.C. 5 1331. Extensions of time may be obtained under the provisions of 

Disposition of Claims 

Kl Claim(s) 204-224 and 227-277 



Of the above, claim (s) 
□ Claim(s) 



. is/are pending in the application. 



£3 Claim(s) 204-224 and 227-277 

□ Claim (s) 

□ Claims 



. is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on ;o/->,„ u- . 

a 's/are objected to by the Examiner. 

□ The proposed drawing correction, filed on ic n ^ n _,. 

n _. — IS U approved □ disapproved. 

U The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C § 1 19( a )-(d) 

□ All DSome* QNone of the CERTIFiED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the Intern^^^ 17 2{a)} 
Certified copies not received: ' 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9( e ). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper Note). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 
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1* Ar, U„ it location of your application pT0 ^ ^ ^ ^ ^ 
papers for this application, all ^ ^ ^ ^ ^ ^ ^ 



1. 

any 

directed to 



Art Unit: 1809 

Examiner: Scott Houtteman 



2. Applicant, response, filed n/20/96i ^ caref . ^ ^ 

effect: 

1* objection and rejections of paragraphs 16A ^ m Qffice ^ ^ ^ 
have been withdrawn in view of applicant amendments. 

™e objections and rejections ofparagraphs ,8, 19 , 20, 21, 23, 25, 26 and 27, Office 
action mailed 6/21/96, have been maintained. 

3. The text of those sections of Titlp tt c n j - , 

Title 35, U.S. Code not included in this action can be found 

in a prior Office action. 



4- Ih. specification is objected t „ urrder 35 U.S.C. 5 „2, firet ^ ^ ^ 
•^^"^^^^^^^^^^ 

W support for .eseciahnswasnotfo^dwherepointedoutnorelsewhereinthe 

and 227-262, 265 and 267 are rejected under 35 U S C S 1 n c , 

u.b.c. § 1 12, first paragraph, for the reasons set 

forth m the above objection to the specification. 
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5. ^ specification is objected ,„ under 35 U.S.C. § 112, first paragraph, for failing* 

disclose C1 a ims 204-224 and 227-262 are rejected under 35 U.S.C. S 1 12 , fct „„, fo , 
the reasons set forth in the objection to the specification. 



6. AppHcan, argues tha, Example V, citing Hallo™ et ,1., descries labefing of the 
Phosphate moiety with "Sig." This argument is no, persuasive for two reasons. 

Firs,, essentia, subject matter cannot be incorporated by reference ,„ a research article 
Second, the Cairns are no, limited to a carbodiimide mediated linking of proteins to 

of the described subject matter is very different from the scope of the claimed subject matte, 
This difference in scope is reflected in the response filed ,2/20/96, page 6, firs, paraph: is 
eviden, ,ha, a, ,e,s, one means of coupling nucleotide and oligonucleotides ,„ ,abe,s through „ e 
Phosphate moiety was available . . ,. Since support for the subject matter of me same scope was 
no, found, nor was it pointed out, the rejection under 35 U.S.C. § 1,2, firs, paragraph, 
description requirement is MAINTAINED. 

AppHcan, argues tna, the claims of US Pat. 5,260,433 is evidence of descriptive support 
andenahlementfordtepresentCaims. This argument is no, pensive. Each case is argued on 
own merits. Any arguments made in other cases mus, be made of record in this case in order 
to be considered. 



Serial No. 08/479,997 

Art Unit 1809 ' .4. 
A person shall be entitled to a patent unless - 

application for paten, in I SnSes ^ ™ K *" ~ yeM pri °' *> *« ** <* 
8. Claims 204-206, 2i7, 234-240, 251, 259, 261 and 264 ate rejected under 35 U.S.C. 
§ 102(b) as being anticipated by Mackey e, a,., Biochemistry 16(20):4478-4482, .977 (Maclcey) 

for reasons of record. 



9. Applicant argues tha, a »P isotope is „ 0 , . chemica| modification „ , ^ ^ 
This argument is no, persuasive. Radioactive isotopes have been the most common label used 

liable. Also, Cairn 217 specifically reci,es herein Sigcomprises a radioactive component, 

Applicant also argues ma, '.he radioactive a,om [is] carried by a chelator" and thus no, 
a^achedtofltephosphatemoie^ofmeoligonnceo^. ™ s argumen, is no, persuasive 
radioactive isoiope -p „ attached direcfly ,„ ^ ^ ^ ^ ^ ^ 

arid second phosphate moiety of ATP. 

^J^jL'ttl? 5 C § 103 *<* fo ™ *• ^ al, obviousness 
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Art Unit 1809 ' .5. 
by the mamrer in which the ZS^ST ^ "* * 

section where the subject matter and the cl, 717 ■ ? ' P atentabilit y under this 
was made, owned by the same pe^on or InZlttT 7 ^ * ** ^ the ***** 
same person. P ° r SubjeCt to m ligation of assignment to the 

claims ^l^^Z^J^ ^ c 0nsidermgpa 
claims was commonly ^'^T^r^ that the sub ^ matter of the various 
evidence ,„ the contrary. Applied SST" me made abse « ">* 
out the inventor and invention daS of eaXtta l?i' g T l " ,der 37 C FJt « 1 56 *> P*> 
later invention was made in order for the exanlr,^ ^ ? >mm0nIy 0wned at «* «™ a 
U.S.C. § ,02(f) or (g) prior art m der 35 U sT § W3 aPP,kabi,i * ° f P° ten « a < 35 



" ClaimS215 ' 216 ' 22, - 224 ' 23 '' 233 '^ 2 -.^and 265 , 77arerejected ^^^ 
35 U.S.C. § ,03 for being unpatentaWe over GohKe e« a,., US Patent 4,378,458, 3/1983, fled 
3/1 981 (Gohlke) for reasons of record. 



n. ^^^•mwcant.einventionnotheenabiedh^especiflca.ioninviewof 



the prior art and at the same time be obvious 



in view of the prior art." 



'3. Standing a,o„e, this argument against . d„ uWe ^ , , ^ 

However, when considered in , igh , of the specific provisions of 35 U.S.C. 5 ,03, and , , , 2 as i, 
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Art Unit 1809 -6- 
invention without "undue experimentation" where. 35 U.S.C. j .03 makes no such 
requirement. Hus, a teaching of how to « a compound can h entirely ^ ^ ^ § 
claim obvious but, at the same time, entire* innate ,„ support the aUowance of such a Cairn. 

M. Applicant argues that Gohlkc cannot be used generaiiy or universaily for iabeiing 
polynucleotides because DNA will „„, dissolve in disdosed ^ 

Msargumentisnotpersuasive. The teadungof the prior art need on,y suggest an 

claimed invention. Also , ^ a s „ y ^ ^ ^ ^ ^ ^ 
reactions are function* (see for example Gohlke col. 6, Hues ,-7). Furthermore, the claims are 
no, limited to a method of ,ahe.in g where DNA is dissolved in a par.icu.ar solvent The claims 
read on products made by the methods of Gohlke where the nucleotides are first ,abe,ed and then 
incorporated into the DNA molecule. 



15. Claims 207-2,4, 2 , 9, 220, 227-230, 232, 24,-248, 253, 254, 260 and 262 are rejected 
under 35U,.C. § ,03 for being unpatentable over Gohlke m view of So dja e, a, Nucleic Acids 
Res, 5(2):385-401, 1978 (Sodja) for reasons of record. 



16. Claims 218 and 252 are rejected under 35 U.S.C. S ,03 as being unable 
Mackey in view of Roychoundhury e, a,., Nucleic Acids Res, 3(.):.01-,6, Jan 1,76 
(Roychoundhury) for reasons of record. 



over 
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are not persuasive for the reasons given above. 



policy a™ff„^ C ™ " NAL - * 

months h ct rrstr lt:: * "? ^ ac&n » - » «*» ™* 

MONTHS of the mailing date oXfinri ,* f^f* 0 "* is fll ^ within TWO 

me end of the THI^E-MONTH shortened statutorv fT***™ is « "ailed unti. after 
will expire on the date the advisory acrion is Itrf " Sh0rtened ^""^ P eri °<l 

CFR 1.136(a) wi,l be ^c^ZTteZZ^ZT™™ '*>37 

1995, taking into account any ,Sn« to t .^""n 7 8 ? " leaSt ^ as °»<">e 8, 
or 365(c), appUcant, u„ der ^^(T^tT^T "** 35 UAC 120 ' 12 > 
considered on the merits if, prior to aS£T£* I ' 3 &S ' SUbmission enttred »<< 
U7(r) are filedprior ,„ the nling rft^^flS n " ™ " CFR 
of a first submission and the appropriate fee of «77n 7Z , Z Upon ^ amei y A'ag 

finality of the previous Office Zio^llZ 21 , ^ " nder 37 CFR '-"W, the 
amendment considered as a rtsdt „Z™ J f ,f 7' b V ' W ° f 35 U ' S C ' 132 . °° 
introduce new matter into H^^S^ forth in 37 CFR 1.1 7(r) may 

provided upon payment of anyl IS,^ , ^ ^ amendme »' b. 

ssssjsss^sss^ ^^^^^^ . 
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SCOTT W.HOUTTEMAI* 
PRIMARY EXAMINER 
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